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DETAILED ACTION 
Election/Restrictions 

1. Applicant's election of Group I, Claims 1-19, in the reply filed on 02 May 2005 is 
acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been treated as an election without traverse 
(MPEP§ 818.03(a)). 

2. Claims 20 and 21 are withdrawn from further consideration pursuant to 37 CFR 1. 142(b) 
as being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 02 May 2005 (see above). 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which papers 
have been placed of record in the file. 

Information Disclosure Statement 

4. The information disclosure statement (IDS) submitted on 25 June 2004 is in compliance 
with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being 
considered by the examiner. An initialed, signed, and dated copy of the Form PTO-1449 is 
attached to this action. 

Specification 

5. The abstract of the disclosure is objected to because it is more than a single paragraph. 
Correction is required. See MPEP § 608.01(b). 

6. Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a 
separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
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150 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

7. The use of numerous trademarks has been noted in this application. Trademarks should 
be capitalized wherever they appears and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
which might adversely affect their validity as trademarks. 

Claim Rejections - 35 USC § 112 

8. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

9. Claims 1-19 are rejected under 35 ILS.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

10. The term "rigid" in claim 1 is a relative term which renders the claim indefinite. The 
term "rigid" is not defined by the claim, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. While applicant provides examples of suitable "rigid 
resin parts," such as the plastic automotive parts disclosed at page 3, lines 4-12 of the 
specification, applicant provides no explicit definition of the term "rigid." An ordinary, 
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dictionary definition of the term is "stiff or unyielding; not pliant or flexible; hard." 1 This 
definition is still relative because an object may only be considered rigid, stiff, or inflexible with 
respect to an applied force. An object that is rigid with respect to one applied force my be easily 
deformed by another, greater applied force. Consequently, because the term "rigid" is not 
defined with respect to a standard (such as an applied force, flexural strength, etc.), one of 
ordinary skill in the art would not be reasonably apprised of the metes and bounds of the claimed 
invention. 

Claims 2-19 are similarly rejected by virtue of their incorporation of this indefinite 
subject matter. 

11. Further, claim 1 recites: "...a primary hydroxyl-containing monomer selected from 4- 
hydroxybutyl(meth)acrylate monomers and e-caprolactone-modified vinyl monomers obtained 
by ring-opening polymerization of e-caprolactone with hydroxy alky l(meth)acry late...". This 
phraseology appears to be an improper Markush grouping (i.e., "selected from the group 
consisting of X and Y") which renders the claim indefinite because it is impossible to determine 
whether the claim requires either hydroxybutyl(meth)acrylate monomers or e-caprolactone- 
modified vinyl monomers (i.e., an alternative limitation in Markush format) or whether the claim 
requires both hydroxybutyl(meth) aery late monomers and e-caprolactone-modified vinyl 
monomers. 

The examiner has reviewed page 8 of the specification which discloses that the primary 
hydroxyl-containing monomer may be hydroxybutyl(meth)acrylate monomers and/or e- 



1 The American College Dictionary, ©1970 by Random House, Inc., page 1045, see attached. 
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caprolactone-modified vinyl monomers. For the purpose of searching and evaluating the prior 
art, the examiner has interpreted the claim in this fashion. 

Claims 2-19 are similarly rejected by virtue of their incorporation of this indefinite 
subject matter. 

12. Regarding claim 6, the phrases "in particular" and "preferably" render this claim 
indefinite because it is unclear whether the limitations following the phrase are part of the 
claimed invention. See MPEP § 2173.05(d). 

Claim 7 is similarly rejected by virtue of its incorporation of this indefinite subject 

matter. 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

14. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a)! 
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15. Claims 1 and 3-19 are rejected under 35 U-S.C. 103(a) as being unpatentable over 
Rink et aL (US 6,013,739 A). 

With respect to independent claim 1, Rink teaches a process for coating plastic 
automotive parts (which reads on applicant's claimed "rigid resin parts," as explained above) 
with a multilayer paint film coating (abstract and 10:20-29). The process comprises applying a 
color base paint coating to the surface of a part, applying a clear top paint coat atop the base coat, 
and baking (i.e., curing) the two paint films (10:30-42). The clear top coating composition 
comprises a hydroxyl- containing acrylic resin (A) and from 6 to 20% by weight of a curing agent 
(B), based on the solids content of (A) and (B) (2:30-3:37). (A) may be prepared by free radical 
polymerization and preferably has a hydroxyl value of 80-160 mgKOH/g (4:35-63). More 
specifically, (A) is the reaction product of: 

(al) from 10 to 85% by weight, preferably 20 to 65% by weight, of a monomer that 
may be 4-hydroxy-n-butyl(meth)acrylate (3:60-4:34 and 5:40-6:17) — this component reads on 
applicant's claimed component (a); 

(a2) from 15 to 90% by weight, preferably 35 to 80% by weight, of a hydroxyl- 
containing monomer (3:60-4:34 and 5:40-6:17) — this component reads on applicant's claimed 
' (b); 

(b) from 0 to 20% by weight, preferably from 0 to 10% by weight, of another 
hydroxyl-containing monomer (4:10-17) — this component also reads on applicant's claimed 
(b); and 
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(c)-(f) various other polymerizable unsaturated monomers with (c), for example, being 
present in from 28 to 85% by weight, preferably 40 to 70% by weight (4:18-34) — these 
components, both individually and collectively, read on applicant's claimed (c). 

As noted above, the examiner has interpreted this claim as requiring 
hydroxybutyl(meth) aery late monomers and/or e-caprolactone-modified vinyl monomers. In 
teaching 4-hydroxy-n-butyl(meth)acrylate as (al), Rink satisfies the "or" way of reading this 
claim. Rink further teaches that (b) may be the reaction product of hydroxyethyl(meth) aery late 
with e-caprolactone (6: 18-35), thereby satisfying the "and" way of reading this claim as well. 

Rink teaches that the clear top coating composition "usually" contains from 15 to 45% by 
weight (A) and, consequently, does not explicitly state that the composition comprises 60 to 90% 
by weight (A), as claimed. 

Generally, differences in concentration will not support the patentability of subject matter 
encompassed by the prior art unless there is evidence indicating such concentration is critical 
because it is well settled that, where the general conditions of a claim are disclosed in the prior 
art, it is not inventive to discover the optimum or workable ranges by routine experimentation. 
See MPEP § 2144.05. The amount of binder in. a coating composition, especially when selected 
in relation to a curing agent as taught by Rink (8:42-50), is a result-effective variable effecting at 
least the speed and degree of curing. Consequently, absent clear and convincing evidence of 
unexpected results demonstrating the criticality of the claimed concentration of (A), it would 
have been obvious to one of ordinary skill in the art to modify the process of Rink so as to 
optimize this result-effective variable by routine experimentation. 

2 In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 
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With respect to claim 3, Rink teaches that (A) has a preferred hydroxyl value of 80 to 160 
mgKOH/g (4:35-41). Both of these ranges encompass that of 100 to 140 mgKOH/g claimed. In 
the case where the claimed ranges overlap or lie inside ranges disclosed by the prior art, a prima 
facie case of obviousness exists. See MPEP § 2144.05(1). 

With respect to claim 4, Rink teaches that (A) has a molecular weight of 1000 to 5000 
(4:35-41). 

With respect to claim 5, Rink teaches that (A) has an acid number of 0 to 35 mgKOH/g, 
preferably 0 to 25 mgKOH/g (4:35-41). 

With respect to claims 6 and 7, it is the examiner's position that the reaction product of 
hydroxyethyl(meth)acrylate and e-caprolactone, taught by Rink, results in the claimed e- 
caprolactone-modified vinyl monomer, where R^H and Methylene (from the 
hydroxy e/Ay/(meth)acrylate) . 

With respect to claims 8 and 9, as noted above, Rink's (a2) reads on applicant's claimed 
(b). Rink teaches that (a2) may be 2-hydroxy-n-propyl(meth)acrylate (4:5-10). 

With respect to claim 10, as noted above, Rink's (c)-(f) read on applicant's claimed (c). 
Rink teaches that (c)-(f) may be styrene, alkyl esters of (meth)acrylic acid, and/or (meth)acrylic 
acid (6:45-7: 15). 

With respect to claim 1 1, as noted above, (A) is the reaction product of: 

(al) from 10 to 85% by weight, preferably 20 to 65% by weight, of a monomer that 

may be 4-hydroxy-n-butyl(meth)acrylate (3:60-4:34 and 5:40-6:17) — this component reads on 

applicant's claimed component (a); 
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(a2) from 15 to 90% by weight, preferably 35 to 80% by weight, of a hydroxy 1- 
containing monomer (3:60-4:34 and 5:40-6:17) — this component reads on applicant's claimed 
(b); 

(b) from 0 to 20% by weight, preferably from 0 to 10% by weight, of another, 
hydroxyl-containing monomer (4:10-17) — this component also reads on applicant's claimed 
(b); and 

(c) -(f) various other polymerizable unsaturated monomers, with (c), for example, being 
present in from 28 to 85% by weight, preferably 40 to 70% by weight (4:18-34) — these 
components, both individually and collectively, read on applicant's claimed (c). 

With respect to claim 12, Rink teaches that the curing agent is a polyisocyanate (7:17- 

8:41). 

With respect to claim 13, as noted above, Rink teaches 6 to 20% by weight of curing 
agent (B). Further, Rink teaches that the clear top coating composition "usually" contains from 
15 to 45% by weight (A) and, consequently, does not explicitly state that the composition 
comprises 65 to 85% by weight (A), as claimed. Again, differences in concentration will not 
support the patentability of subject matter encompassed by the prior art unless there is evidence 
indicating such concentration is critical because it is well settled that, where the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation. 3 See MPEP § 2144.05. The amount of binder in a 
coating composition, especially when selected in relation to a curing agent as taught by Rink 
(8:42-50), is a result-effective variable effecting at least the speed and degree of curing. 

3 In re Aller 9 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). . 
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Consequently, absent clear and convincing evidence of unexpected results demonstrating the 
criticality of the claimed concentration of (A), it would have been obvious to one of ordinary 
skill in the art to modify the process of Rink so as to optimize this result-effective variable by 
routine experimentation. 

With respect to claims 14 and 15, Rink teaches that the coating composition may further 
contain up to 20% by weight of a hydroxyl-group containing oligomer that is the reaction 
product of (meth)acrylic acid (i.e., a carboxyl group-containing compound) with a glycidyl ester 
of a carboxylic acid (i.e., an epoxy-containing compound) (6:27-29). 

With respect to claims 16 and 17, Rink teaches neither the claimed hydroxyl value nor 
the claimed molecular weight for the oligomer. Rink does, however, teach that the 
polymerization conditions for a polymer may be adjusted to give a desired molecular weight and 
a desired hydroxyl value (5:23-40). Further, it is the examiner's position that these values are 
both physical properties of the polymer and result-effective variables: the molar weight of a 
polymer effects the mechanical strength of the polymer and the hydroxyl number of the polymer 
effects the curing characteristics of the polymer. Since Rink teaches the same reactants and 
reaction products as claimed by applicant, and since the molecular weight and hydroxyl number 
are result-effective variables known to be within the purview of one of ordinary skill to adjust as 
desired, it would have been obvious to modify the process of Rink so as to optimize the 
molecular weight and the hydroxyl number by routine experimentation, absent evidence of the 
criticality thereof. See MPEP § 2144.05. 

With respect to claim 18, Rink teaches that both the base coat and the top coat are cured 
together (i.e., 2-coat-l-bake system) (10:30-42). 
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With respect to claim 19, Rink teaches that curing is preferably performed at 
temperatures of about 60°C (10:11-19). 

16. Claim 2 is rejected under 35 U.S.C 103(a) as being unpatentable over Rink et al. 
(US 6,013,739 A) as applied to claim 1 above, and further in view of Asahina et al. (US 
5,817,732 A) and Croft (US 5,688,860 A). 

The teaching of Rink is detailed above. As noted, Rink teaches a process in which a 
color base coat is applied to the surface of a plastic automotive part, followed by the application 
of a clear coat, with the two coats being cured together (10:30-42). Since Rink teaches the use of 
"known" base coat compositions (10:43-44), one of ordinary skill in the art would have looked to 
the prior art to find a suitable base coat composition. 

Asahina teaches a color base coating composition suitable for use in multi-layer coatings 
on automotive and plastic substrates (abstract and 1 1:1-26). The composition is a one-package 
composition comprising a polyester polyol having a hydroxyl value of 10 to 300 mgKOH/g, 
which encompasses the hydroxyl value range claimed by applicant, and an aliphatic or alicyclic 
blocked isocyanurate polyisocyanate (4:9-25; 5:53-8:15; and 10:27-35). Again, in the case 
where the claimed ranges overlap or lie inside ranges disclosed by the prior art, a prima facie 
case of obviousness exists. See MPEP § 2144.05(1). This one-package composition is 
advantageous because separate storage and mixing of resin and hardener components is not 
necessary. Further, Asahina teaches that the composition has excellent weathering resistance, 
yellowing resistance, and is particularly well-suited for curing at lower temperatures (11:5-15). 

It would have been obvious to one of ordinary skill to modify the process of Rink to 
utilize, as the color base coat, the one-package color base coat composition of Asahina. One of 
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ordinary skill in the art would have been motivated to do so by the desire and expectation of 
successfully providing a base coating having the above-named advantageous properties. 

Asahina further teaches that the blocked polyisocyanate may be blocked by more than 
one blocking group, non-limiting examples of which include dimethyl and diethyl malonate 
(5:65-67), but does not explicitly state that the blocking groups include acetoacetic acid ester. 

Croft teaches that "the blocking of polyisocyanates with... acetoacetic ester [and] diethyl 
malonate. . .is a procedure which is well known for the temporary retardation of reaction between 
polyisocyanates and active hydrogen containing compounds" (5:10-15). 

Since Asahina is not limiting as to the blocking agents that may be utilized, it would have 
been obvious to one of ordinary skill in the art to modify the process of Rink in view of Asahina 
to utilize, in addition to the dialkyl malonate blocking agents disclosed by Asahina, acetoacetic 
acid ester. One of ordinary skill in the art would have been motivated to do so by the teaching of 
Croft that doing so is known to be effective for blocking polyisocyanates in reactive mixtures. 

Conclusion 

17. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US 6,472,493 Bl is cited as representative of the prior art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William P. Fletcher III whose telephone number is (571) 272- 
1419. The examiner can normally be reached on Monday through Friday, 9 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy H. Meeks can be reached on (571) 272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

William Phillip Ffetcher III 
Patent Examiner, USPTO 
Art Unit 1762 
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